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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 22 September 2006 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) |EI Claim(s) 1-25 are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Application 10/593,948 (09/22/2006) is a national stage entry of 
PCT/SG05/00087 per 35 USC 371 and claims foreign priority to Singapore application 
200401544-2 (03/22/2004) per 35 USC 119. Claims 1 to 25 are pending. 

Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 1 21 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 
13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

• Group I, claims 1 to 7 and 24 to 25, drawn to a scaffold. 

• Group II, claim(s) 8 to 23, drawn to a method of fabrication of a scaffold. 

2. As set forth in Rule 13.1 of the Patent Cooperation Treaty (PCT), "the 
international application shall relate to one invention only or to a group of inventions so 
linked as to forma single general inventive concept." Moreover, as stated in PCT rule 
13.2, "Where a group of inventions is claimed in one and the same international 
application, the requirement of unity of invention referred to in Rule 13.1 shall be fulfilled 
only when there is a technical relationship among those inventions involving one or 
more of the same or corresponding special technical features." Furthermore, Rule 13.2 
defines "special technical features" as "those technical features that define a 
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contribution which each of the claimed inventions, considered as a whole, makes over 
the prior art" 

3. The inventions listed as Groups l-ll do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons. 

The special technical feature of Groups l-ll is a scaffold comprised of two 
polymers with different dissolution rates, leaching rates, and degradation rates. The 
scaffold of claim I does not present a contribution over the prior art. As disclosed in US 
Patent application 2003/0097180 (publication date: 05/22/2003, Filing Date: 
11/20/2001), hereafter referred to as the '180 publication, the scaffold of instant claim 1 
is not novel. 

• Instant claim 1: "A scaffold for at least one of: tissue regeneration and 
bone growth;" - The '180 publication claims a joint prosthesis system (page 4, claim 1) 
which provides an example wherein the joint prosthesis system comprises porous 
scaffolds (page 4, paragraph 42). The '180 publication discloses a preferred 
embodiment which can be coated with a bone growth promoting substance (page 2, 
paragraph 20 and claims 14 and 21). Coating the apparatus would be obvious to one of 
ordinary skill in the art to facilitate ossification (page 2, paragraph 20 and claims 14 and 
21). 

o "the scaffold being fabricated from at least two polymers;" - The '180 publication 
claims a joint prosthesis system (claim 1) comprising a cylindrical bioabsorbable 
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spacer (claim 2) which comprises bioabsorbable components (claim 4) which 
comprise two compounds (claim 7), a first polymer and a second polymer (claim 9). 

o "a first polymer of the at least two polymers being able to be leached by a 
solvent, and" - The instant application does not define leaching but discloses the 
polymers may be leached (or removed) by a solvent, (page 3, paragraph 2). While 
the applicant does not define solvent the applicant claims organic and inorganic 
solvents (instant application, claim 6). Though the instant application does not 
explicitly teach the leaching of the first polymer in solvent, the '180 application 
discloses an embodiment wherein the scaffolds, and in turn the polymers, degrade 
in vivo (page 3 paragraph 40 to page 4, paragraph 40). 

o "all other polymers of the at least two polymers being selected from the group 
consisting of: inert to the solvent, and having a lower dissolution rate in the solvent, 
wherein leaching of the first polymer is controlled so that leaching is maximized at a 
surface of the scaffold, and minimized at a core of the scaffold." - The '180 
application discloses a process of treating a joint injury by building at least one 
connecter with a cylindrical bioabsorbable space (claim 23 and 24) wherein the 
bioabsorbable spacer comprises a "first polymer coated with a second polymer that 
degrades faster in tissue than said first polymer (claim 31)." In this case, the first 
polymer in the instant application correlates to the second polymer in the '180 
application and the second polymer in the instant application correlates to the first 
polymer in the '180 application. 
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As such, Group I does not share a special technical feature with the instant 
claims of Group II. Therefore, the claims are not so linked with the meaning of PCT 
Rule 13.2 so as to form a single inventive concept, and unity between Groups l-ll is 
broken. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1.1 7(i). 

5. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 



Application/Control Number: 10/593,948 Page 6 

Art Unit: 4121 

commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821.04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RAYMOND P. YEAGER whose telephone number is 
(571)270-7681. The examiner can normally be reached on Mon - Fri 8:00 am to 5:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Nolan can be reached on (571) 272-0847. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

R.P.Y. 

/Patrick J. Nolan/ 

Supervisory Patent Examiner, Art Unit 4121 



